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DETAILED ACTION 

The following office action is in response to the Pre-Appeal Conference filed, July 22, 
2005. Prosecution has been reopened, and the finality of the previous office action has been 
withdrawn. Claims 16,21-40,42-50 and 52-63 are pending. 

Claim Rejections - 35 USC § 103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 16, 21-23, 25, 27-36, 37-40, 42-50, 52-59, 60-62 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Grabner et al (US 4,731,694) in view of Miller et al (US 
5,374,787) and further, in view of Greanias et al (US 5,386,219) 

As to independent claims 16 and 37, Grabner et al disclose a touch pad system 
comprising, a sensor layer (Fig. 1, items 7 and 8), an insulative layer, (Fig. 1, item 24) (col. 3, 
lines 20-22, 31-61 and col. 4, lines 26-30). In a special embodiment of the touch pad, the 
insulative layer 24 also comprises a metallized layer as a conductor on upper flat surface. It 
would have been obvious that this extra layer shows the three layers of the touch pad with the 
sensor layer on the bottom, the insulative layer on top of the sensor layer and the conductive 
layer on top of the insulative layer. This order could be advantageous as to have better touch 
detection. 
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Grabner et al do not disclose where said touch layer having a conductivity selected to 
create an image of a conductive object that is larger than an area of contact of said conductive 
object, and wherein said sensor layer capacitively detects the image of said conductive object 
when a user places a conductive object proximate said touch layer. 

Miller et al disclose in col. 8, line 58-col.9, line 25 where said touch layer having a 
conductivity selected to create an image of a conductive object that is larger than an area of 
contact of said conductive object. It would have been obvious to one of ordinary skill in the art 
to incorporate the object position detector of Miller et al as the sensor layer of Miller et al is 
shown to be of a sensor layer that would be used in touch panels and would be advantageous as it 
uses capacitive sensing rather than resistive as is shown in col. 4, lines 12-28 which is 
advantageous as it can sense the entire area of the finger in contact with the touch panel as 
opposed to just the pressing sensation of a resistive type of touch panel. 

Grabner et al and Miller et al do not disclose wherein said sensor layer capacitively 
detects the image of said conductive object when a user places a conductive object proximate 
said touch layer. 

Greanias et al disclose wherein said sensor layer capacitively detects the image of said 
conductive object when a user places a conductive object proximate said touch layer in col. 7, 
lines 14-23 and col. 8, lines 19-50. It would have been obvious to one of ordinary skill in the art 
to incorporate wherein the sensor layer capacitively detects the image of said conductive object 
when a user places a conductive object proximate said touch layer as shown by Greanias into that 
of Grabner et al. The feature of capacitive detection is advantageous as disclosed by Greanias in 
col. 3, lines 25-37 as it improves the accuracy of determining the position of the touch. 
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As to independent claims 42 and 52, limitations of claims 16 and 37, and further 
comprising, Grabner and Miller do not explicitly disclose a wherein said conductive touch layer 
configured to produce a visual mark of the conductive object contacting said conductive touch 
layer for providing visual feedback to the user. It would have been obvious to one of ordinary 
skill in the art that a visual mark would be present as systems disclosed by Grabner and Miller 
disclose touch/stylus input and further, it is well known in the art that touch input systems such 
as personal digital assistants show visual marks. 

As to dependent claims 21-23, 53 see limitations of claims 16, 37, and 52 above. 

As to dependent claims 25, 54 and 62, limitations of claims 16 and 52 and further 
comprising, Grabner et al do not disclose the feature of a plastic carrier. Miller et al disclose a 
plastic carrier in col. 8, lines 8-57. It would have been obvious to one of ordinary skill in the art 
to incorporate the object position detector of Miller et al as the sensor layer of Miller et al is 
shown to be of a sensor layer that would be used in touch panels and would be advantageous as it 
uses capacitive sensing rather than resistive as is shown in col. 4, lines 12-28 which is 
advantageous as it can sense the entire area of the finger in contact with the touch panel as 
opposed to just the pressing sensation of a resistive type of touch panel. 

As to dependent claim 27, limitations of claim 16, and further comprising, Grabner et al 
disclose wherein said insulative layer, said touch layer and said sensor layer are transparent (col. 
3, lines 20-22, 31-61 and col. 4, lines 26-30). 

As to dependent claims 28 and 56, limitations of claim 27, and further comprising, 
Grabner et al do not disclose wherein a display in operative communication below said sensor 
layer and where said display configured to be viewable through said sensor layer, insulative layer 
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and touch layer. Miller et al disclose in col. 1, lines 36-49, col. 4, lines 12-28 where there is a 
display below the sensor layer. It would have been obvious to one of ordinary skill in the art to 
incorporate the object position detector of Miller et al as the sensor layer of Miller et al is shown 
to be of a sensor layer that would be used in touch panels and would be advantageous as it uses 
capacitive sensing rather than resistive as is shown in col. 4, lines 12-28 which is advantageous 
as it can sense the entire area of the finger in contact with the touch panel as opposed to just the 
pressing sensation of a resistive type of touch panel. 

As to dependent claim 29, limitations of claim 28, and further comprising, Grabner and 
Miller et al do not explicitly disclose a visual mark feedback. It would have been obvious to one 
of ordinary skill in the art to incorporate the object position detector of Miller et al as the sensor 
layer of Miller et al is shown to be of a sensor layer that would be used in touch panels and 
would be advantageous as it uses capacitive sensing rather than resistive as is shown in col. 4, 
lines 12-28 which is advantageous as it can sense the entire area of the finger in contact with the 
touch panel as opposed to just the pressing sensation of a resistive type of touch panel. 

As to dependent claim 30, see limitations of claims 16, 37 and 51, above. 

As to dependent claim 31, limitations of claim 16, and further comprising, wherein said 
Grabner et al do not explicitly disclose the feature of where the conductive object comprises one 
of metal and conductive plastic. Miller discloses where the conductive object comprises one of 
metal and conductive plastic in col. 8, lines 8-col. 9, line 25. It would have been obvious to one 
of ordinary skill in the art that the conductive object comprises one of metal and conductive 
plastic as such materials are required in order to effectively use the conductive object on the 
touch pad system. It would have been obvious to one of ordinary skill in the art to incorporate 
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the object position detector of Miller et al as the sensor layer of Miller et al is shown to be of a 
sensor layer that would be used in touch panels and would be advantageous as it uses capacitive 
sensing rather than resistive as is shown in col. 4, lines 12-28 which is advantageous as it can 
sense the entire area of the finger in contact with the touch panel as opposed to just the pressing 
sensation of a resistive type of touch panel. 

As to dependent claim 32, limitations of claim 16, and further comprising, Grabner et al 
and Miller et al do not disclose where a conductive tip is selected from the group consisting of a 
wide stylus, a ball of conductive foam, and a circular metal plate with a ball joint, however the 
Examiner takes Official Notice, as the limitation of different conductive tips is well known in the 
art. It would have been obvious to one of ordinary skill in the art to incorporate the feature into 
that of Grabner et al as different conductive tips enable the user to create different images. 

As to dependent claim 33, limitations of claim 16, and further comprising, Grabner et al 
and Miller et al do not disclose where a conductive object comprises a fine tipped conductive 
pen, however the Examiner takes Official Notice, as the limitation of a fine tipped conductive 
pen is well known in the art. It would have been obvious to one of ordinary skill in the art to 
incorporate the feature into that of Grabner et al as is disclosed by personal digital assistants with 
pen stylus as the fine tip is advantageous as it enables for precision. 

As to dependent claims 34 and 57, limitations of claims 16 and 52, and further 
comprising, Grabner et al and Miller et al do not disclose the feature of a bezel. Greanias et al 
disclose the feature of a bezel to prevent edge distortion in col. 5, lines 48-63. It would have 
been obvious to one of ordinary skill in the art to combine the system of Grabner et al with that 
of Greanias et al as they both disclose a touch panel with sensor, insulative and conductive layers 
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where a finger or stylus may be used. The bezel of Greanias et al well known in the art as it 
protects the edges of the display. 

As to dependent claims 35, 36, 58 and 59, limitations of claims 16 and 52, and further 
comprising, Grabner et al, Miller et al and Greanias et al do not disclose the feature of 
compensating edge distortion by calibration means, however the Examiner takes Official Notice, 
as the limitation of compensating edge distortion by calibration means is well known in the art. 
It would have been obvious to one of ordinary skill in the art to incorporate the feature into that 
of Grabner et al as compensating for edge distortion increases the viewing and touching area of 
the display. 

As to dependent claim 38, see limitations of claims 16, 37 and 52, above. 

As to dependent claims 39, 40 and 60, limitations of claims 37 and 52 and further 
comprising, Grabner et al and Miller et al do not disclose wherein said means for distinguishing 
an identity of said conductive object comprises a means based on the detected change in 
capacitance, wherein said detected change in capacitance is variable over a time period for a 
finger proximate said conductive touch layer and said detected change in capacitance is 
substantially constant over a time period for a stylus contacting said conductive touch layer. 
Greanias et al disclose wherein said means for distinguishing an identity of said conductive 
object comprises a means based on the detected change in capacitance, wherein said detected 
change in capacitance is variable over a time period for a finger proximate said conductive touch 
layer and said detected change in capacitance is substantially constant over a time period for a 
stylus contacting said conductive touch layer in col. 7, lines 14-23 and col. 8, lines 19-50. It 
would have been obvious to one of ordinary skill in the art to incorporate wherein said means for 
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distinguishing an identity of said conductive object comprises a means based on the detected 
change in capacitance as shown by Greanias into that of Grabner et al. The feature of capacitive 
detection is advantageous as disclosed by Greanias in col. 3, lines 25-37 as it improves the 
accuracy of determining the position of the touch. 

As to dependent claims 43 and 44, see limitations of claim 42, above. 

As to dependent claims 45 and 61, limitations of claims 42 and 52, and further 
comprising, Grabner et al and Miller et al do not disclose the feature said visual mark is an 
alteration in at least one of color and reflectivity produced by mechanical contact of said 
conductive object with said conductive layer, however the Examiner takes Official Notice, as the 
limitation of said visual mark is an alteration in at least one of color and reflectivity produced by 
mechanical contact of said conductive object with said conductive layer is well known in the art 
as the alteration of color produces an image. It would have been obvious to one of ordinary skill 
in the art to incorporate the feature of a visual mark into Grabner et al as the visual mark would 
disclose the area in which the user has selected or written. 

As to dependent claim 46, limitations of claim 42, and further comprising, Grabner et al 
and Miller et al do not disclose the feature of where the visual mark is produced by a sacrificial 
material on a tip of said conductive object, however the Examiner takes Official Notice, as the 
limitation of where the visual mark is produced by a sacrificial material on a tip of said 
conductive object is well known in the art. It would have been obvious to one of ordinary skill in 
the art to incorporate the feature of a visual mark into Grabner et al as the visual mark would 
disclose the area in which the user has selected or written. 
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As to dependent claim 47, limitations of claim 46, Grabner et al and Miller et al do not 
disclose the feature of where sacrificial material is pencil graphite, however the Examiner takes 
Official Notice, as the limitation of where sacrificial material is pencil graphite is well known in 
the art. It would have been obvious to one of ordinary skill in the art to incorporate the feature of 
a visual mark into Grabner et al as the visual mark would disclose the area in which the user has 
selected or written. 

As to dependent claim 48, limitations of claim 42, and further comprising, Grabner et al 
do not disclose wherein said visual mark is produced by a groove in a surface of said conductive 
layer in response to mechanical contact of said conductive object with said conductive layer, 
wherein said surface of said conductive layer comprises a pliant material. Miller et al disclose 
visual mark is produced by a groove in a surface of said conductive layer in response to 
mechanical contact of said conductive object with said conductive layer, wherein said surface of 
said conductive layer comprises a pliant material as is shown in Fig. 4. It would have been 
obvious to one of ordinary skill in the art to incorporate the object position detector of Miller et 
al as the sensor layer of Miller et al is shown to be of a sensor layer that would be used in touch 
panels and would be advantageous as it uses capacitive sensing rather than resistive as is shown 
in col. 4, lines 12-28 which is advantageous as it can sense the entire area of the finger in contact 
with the touch panel as opposed to just the pressing sensation of a resistive type of touch panel. 

As to dependent claim 49, limitations of claim 42, and further comprising, Grabner et al 
and Miller et al do not disclose where the visual mark is removable, however the Examiner takes 
Official Notice, as the limitation of where the visual mark is removable is well known in the art. 
It would have been obvious to one of ordinary skill in the art of to incorporate where the visual 
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mark is removable into Grabner et al as is shown by personal digital assistants where the written 
marks are erasable to enable the user to change content. 

As to dependent claim 50, limitations of claim 42, and further comprising, Grabner et al 
and Miller et al do not disclose where visual mark is produced by a layer of liquid crystal 
material coupled to said conductive layer in response to mechanical contact of said conductive 
object with said conductive layer, however the Examiner takes Official Notice, as the limitation 
of where visual mark is produced by a layer of liquid crystal material coupled to said conductive 
layer in response to mechanical contact of said conductive object with said conductive layer is 
well known in the art. It would have been obvious to one of ordinary skill in the art to 
incorporate where the visual mark is produced by liquid crystal material into that of Grabner et al 
as displays taught by personal digital assistants are liquid crystal displays. 
3. Claim 26 is rejected under 35 U.S.C. 103(a) as being unpatentable over Grabner et al in 
view of Miller et al in view of Greanias and further in view of DePalma et al. (US 5,558,977). 

As to dependent claim 26, limitations of claim 16, and further comprising, Grabner, 
Miller, and Greanias et al do not disclose where the conductive material comprises carbon 
powder. DePalma et al discloses transparent conductive layer. In col. 2, lines 39-46 DePalma et 
al disclose where conductive layers have been described to contain conductive carbon particles. 
Further DePalma et al disclose in col. 11, lines 13-24 where these conductive layers are used in 
touch panels and liquid crystal displays. It would have been obvious to one of ordinary skill in 
the art to combine the system of Grabner et al with that of DePalma et al as DePalma et al 
disclose the composition of a conductive layer used in touch panels and liquid crystal displays. 
The addition of a conductive carbon in the conductive layer is advantageous as it would be an 
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antistatic system which is one where the electrostatic charge can be dissipated as is advantageous 
as it reduces irregular fog patterns and provides a high degree of transparency as is disclosed in 
col. 1, lines 29-37 and col. 5, lines 26-40. 

Allowable Subject Matter 

4. Claim 63 is allowed. 

5. Claim 24 is objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. 

6. The following is a statement of reasons for the indication of allowable subject matter: 
With respect to claims 24 and 63, the prior art of record do not disclose wherein the conductivity 
of said touch layer is configured to limit the size of said image to approximately four times the 
area of contact of said conductive object. 

Response to Arguments 

7. Applicant's arguments, see Pre Appeal Brief, filed July 22, 2005, with respect to the 
rejection(s) of claim(s) 16, 21-23, 25, 27-36, 37-40, 42-50, 52-59, 60-62 under Grabner et al in 
view of Miller et al have been fully considered and are persuasive. Therefore, the rejection has 
been withdrawn. However, upon further consideration, a new ground(s) of rejection is made in 
view of Grabner et al in view of Miller et al and further in view of Greanias et al. 

With respect to applicants arguments in regards to the limitation of Grabner et al in view 
of Miller et al do not disclose the touch layer having a conductivity selected to create an 
electrical image of a conductive object that is larger than an area of contact of said conductive 
object contacting said touch layer, Examiner agrees. As is disclosed above in the new rejection, 
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Greanias et al disclose wherein said sensor layer capacitively detects the image of said 
conductive object when a user places a conductive object proximate said touch layer in col. 7, 
lines 14-23 and col. 8, lines 19-50. It would have been obvious to one of ordinary skill in the art 
to incorporate wherein the sensor layer capacitively detects the image of said conductive object 
when a user places a conductive object proximate said touch layer as shown by Greanias into that 
of Grabner et al The feature of capacitive detection is advantageous as disclosed by Greanias in 
col. 3, lines 25-37 as it improves the accuracy of determining the position of the touch. 
8. Applicant's arguments filed in the Pre Appeal Brief, on July 22, 2005 have been fully 
considered but they are not persuasive. 

Applicant argues where Miller does not teach creating an image larger than an area of 
contact. Examiner disagrees. In the claim limitation "creating an image larger than an area of 
contact", the Miller reference teaches where the image corresponds to the outline of the finger. 
In the broadest interpretation of the limitation "creating an image larger than an area of contact" 
is shown by the outline of the finger, as the outline of the finger is an area larger than the finger. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Srilakshmi K. Kumar whose telephone number is 571 272 7769. 
The examiner can normally be reached on 10:00 am to 6:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sumati Lefkowitz can be reached on 571 272 3638. The fax phone numbers for the 
organization where this application or proceeding is assigned are (703) 872-9306 for regular 
communications and (703) 872-9306 for After Final communications. 
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Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 571-272-2600. 

Srilakshmi K. Kumar 

Examiner 

Art Unit 2675 

SKK 

December 10, 2005 
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PRIMARY EXAMINER 



